United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/051,461 



01/22/2002 



Ulrich Windmoller 



7590 



05/24/2004 

STEVENS, DAVIS, MILLER & MOSHER, L.L.P. 
1615 L Street, N.W., Suite 850 
Washington, DC 20036 



TPP 31434 



6981 



EXAMINER 



YAO, SAMCHUAN CUA 



ART UNIT 



PAPER NUMBER 



1733 

DATE MAILED: 05/24/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/051,461 


Applicant(s) ^ 

WINDMOLLER ET AL 


Examiner 

Sam Chuan C. Yao 


Art Unit 

1733 





- The MA/LING DATE of this communication appears on the cover sheet with the correspondence address 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I) [3 Responsive to communications filed on 13 April 2004 , — ^ 
2a)D This action is FINAL. 2b)H This action is nort-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [X] Claim(s) 1-21 is/are pending in the application. 

4a) Of the above claim(s) 3-8 and 10-21 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [X] Claim(s) 1.2 and 9 is/are rejected. 
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8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

1 . Applicant's election with traverse of Group I Species A (claims 1 -2 and 9) on 04- 
13-04 is acknowledged. The traversal is on the ground(s) that "... a search of the 
subject matter of the elected species would, of necessity, overlap the search area of the 
non-elected species. This is not found persuasive because, the various recited species 
are patentably distinct from one another. For this reason, this is a prima facie evidence 
that, it would be burdensome for the examiner to consider the recited species. Should 
applicant traverse on the ground that the species are not patentably distinct, applicant 
should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either 
instance, if the examiner finds one of the inventions unpatentable over the prior art, the 
evidence or admission may be used in a rejection under 35 U.S.C. 103(a) of the other 
invention. 

The requirement is still deemed proper and is therefore made FINAL. 
Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-2 and 9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 is indefinite, because a broad limitation followed by linking terms (e.g., in 
particular) and a narrow range or limitation within the broad range or limitation is 
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considered indefinite since the resulting claim does not clearly set forth the metes and 
bounds of the patent protection desired. Moreover, this claim is indefinite, because it is 
unclear what resin or material is taken to be similar to an aminoplast resin. 

Claim Rejections - 35 USC § 102/103 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Cannady, Jr. (US 4,540,624). 

Cannady, Jr. discloses a decorative laminate having a print sheet (12) and core 
sheets (1 1 ), the print sheet comprises a melamine-formaldehvde resin 
impregnated paper sheet, wherein the paper sheet and the core sheets, each 
includes uniformly distributed carbon fibers to provide an anti-static characteristic 
to the decorative laminate (abstract; col. 1 lines 7-33; col. 3 lines 11-67; figures 
1-2). As for a recited limitation of "particles of an electrically conducting material 
are applied to the back of decorative paper 1 ', this limitation is taken to read on the 
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paper print sheet having uniformly distributed carbon fibers (i.e. electrically 
conducting material), because the carbon fibers must be present throughout (i.e. 
top surface, core section, and back surface) the paper sheet, since as noted 
earlier, the carbon fibers are uniformly distributed. 

Alternatively, the above limitation also reads on core sheets having uniformly 
distributed carbon fibers which are applied on the back surface of the paper print 
sheet. 

With respect to claim 9, it is taken that, a topmost layer and the remaining 
bottom layers of the core sheets are taken to be the recited support layer and the 
recited counteracting layer, respective. Note that, the remaining bottom layers 
are capable of preventing the topmost layer from curling since these provide 
structural rigidity to a resultant decorative laminate (col. 3 lines 26-34). 

7. Claims 1 and 9 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 

alternative, under 35 U.S.C. 103(a) as obvious over EP 0,248,237. 

EP '237 discloses a conductive laminated paper sheet (3) comprising a 

decorative melamine-resin treated paper surface layer (5) and a resin 

impregnated paper core layer (4), wherein the surface layer "contains finely 

divided metal powder" (abstract; figure). It is reasonably expected that, to a 

certain extend, some finely divided metal powder is present around the back 

surface of the paper layer since the powder is expected to distributed throughout 

the paper layer. In any event, it would have been obvious in the art to uniformly 

distribute finely divided metal powder in forming a paper layer of EP '237, 

because it is a notoriously common practice in the art to uniformly blend various 
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components in forming a paper web. It directly follows that, a back surface of a 
paper layer taught by EP '237 must contain to a certain extent "contains finely 
divided metal powder". 

With respect to claim 9, a core layer (4) and chipboard (1 ) are taken to be a 
support layer and a counteracting layer, respectively. 

8. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over EP 
248237 as applied to claim 1 above, and further in view of JP 4-145992 A. 

It is unclear what type of electrically conductive metallic powder is disclosed in 
the EP '237 patent. In any event, it would have been obvious in the art use iron 
powder in forming a paper layer taught by EP '237, because iron powder is a well 
known material in the art to have "an excellent electric conductivity" and it is also 
known to provide an antistatic function as exemplified in the teachings of JP '992 
(abstract). 

9. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cannady, 
Jr. (US 4,540,624) as applied to claim 1 above, and further in view of Mehta et al (US 
5,879,781). 

Note: this claim was taken to be anticipated by Cannady, Jr. in numbered 
paragraph 6. This alternative rejection is made in case a limitation "counteracting 
layer" defines over the remaining bottom layers of core sheets. 
It would have been obvious in the art to provide a backing sheet onto an 
underside surface of core sheets, because Mehta et al discloses providing a 
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backing sheet to a core sheet in order to prevent a resultant decorative laminate 

from warping (col. 2 lines 1-51 ; figure 1 ). 
10. Claims 1-2 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over EP 248237 A1 in view of Dong et al (US 2002/0136862) and Hellmann et al (US 
4,906,497). 

Note: claims 1 and 9 are taken to be anticipated by EP '237 in numbered 
paragraph 7 above. This alternative rejection is made in case the limitation 
"particles of an electrically conducting material are applied to the back of 
decorative paper" defines over paper sheet taught by EP '237. 
EP '237 further teaches the decorative laminated paper sheet (3) is adhesively 
bonded onto a chipboard (1). EP '237 is silent on the type of adhesive which is 
used for bonding a decorative sheet and a chipboard together. However, it would 
have been obvious in the art to use a microwave activated hot-melt adhesive 
containing metallic particles as well as anti-static agents, because: a) it is old in 
the art to use hot-melting adhesive for bonding decorative layer and base layer in 
forming a decorative laminated panel as exemplified in the teachings Dong et al 
(numbered paragraphs: 0019, 0103; 0119-0122); and, b) Hellmann et al 
discloses incorporating metallic particles in forming a microwave activated hot- 
melting adhesive in order to enhance the heating rate of the adhesive and further 
suggests incorporating antistatic agents to the adhesive, wherein the adhesive is 
suitable for making flooring articles (abstract; col. 1 lines 1-11; col. 4 line 10 to 
col. 5 line 10). 
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With respect to claims 2 and 9, these claims would have been obvious in the art 
for the same reasons set forth in numbered paragraphs 8-9. 



1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sam Chuan C. Yao whose telephone number is (571) 
272-1224. The examiner can normally be reached on Monday-Friday with second 
Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on (571) 272-1226. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 



Conclusion 
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